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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to comnnunication(s) filed on 08 January 2004 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) D Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 1-23 and 27-32 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 27 November 2001 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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DETAILED ACTION 



Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-23 and 27-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mori in view of Housel et al. 

Mori teaches a print system and printer comprising: 

• A job retention system (FIG. 3, printer controller 31) configured to store 
print-ready information corresponding to a print task (Column 3, lines 2-5 and 19- 
20) and to receive an input corresponding to a selected portion of the print-ready 
information, the print-ready information being configured for use by a printing 
device such that the information can be printed by the printing device without 
being processed by a driver of the printing device (Column 3, lines 10-43), with 
regard to claims 1, 4-7, 10 and 31. 

• A printing device (FIG. 3, printer 10) includes a user interface, wherein the user 
interface is a graphical user interface (FIG.3, LCD 18), with regard to claims 7, 8, 
12, 13, 30 and 31. 
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• A printing device (FIG. 3, printer 10) having a memory (FIG. 3, RAM 13), the 
print-ready information being stored in the memory of the printing device 
(Column 3, lines 19-21), with regard to claims 2, 3, 1 1 and 27. 

• Printing the selected portion of the information in the print-ready format using the 
printing device (Column 3, lines 26-27), with regard to claims 2. 

• The job retention system (FIG. 3, printer controller 31) resides in the printing 
device, with regard to claim 11. 

• A workstation (FIG. 1 , computer 20) communicatively coupled to the printing 
device (FIG.l, printer 10), the workstation having a driver, the driver being 
configured to convert information into the print-ready information a and provide 
the print-ready information to the painting device, the driver being further 
configured to provide a graphical user interface (Column 3, lines 1-9 and 56-59), 
with regard to claims 14 and 15. 

• Means (FIG. 1, RAM 13) for storing the information in the print-ready format 
(Column 3, lines 30-36), with regard to claim 16. 

• The means for storing the information in the print-ready format is a disk drive 
(Column 3, lines 37-39), with regard to claim 17. 

• The disk drive is a component of the printing device (Column 3, lines 30-39), 
with regard to claim 18. 

• The means (FIG. 1 , printer driver 42) for configuring the information is associated 
with a driver, the driver being configured to receive information in a 
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non-print-ready format and convert the information to the print-ready format 
(Column 3, lines 1-9), with regard to claims 9, 19 and 20. 

• The selected portion of the print-ready information defines a page of the print task 
(Column 3, lines 30-32), with regard to claim 21. 

• The selected portion of the print-ready information defines a range of pages of the 
print task (Column 3, lines 39-43), with regard to claim 22. 

• Storing a collection of information in the print-ready format corresponding to a 
plurality of print tasks in the memory (Column 5, lines 17-64), with regard to 
claim 23. 

However, Mori does not specifically teach the fallowings: 

• The job retention system being further configured to enable the selected portion of 
the print-ready information to be printed without printing a non-selected portion 
of the print-ready information, and the selected portion and the non-selected 
portion of the print-ready information correspond to a single print task. 

• A user interface being configured to enable a user to select at least a portion of the 
print task. 

Meanwhile, Housel et al. teaches a printing system comprising: 

• The printing system 26 (FIG.l) being further configured to enable the selected 
portion of the print task to be printed without printing a non-selected portion of 
the print task, and the selected portion and the non-selected portion of the print- 
ready information correspond to a single print task (Paragraphs 0035-0037 and 
59-61), with regard to claims 1, 4-7, 10, 29, 31 and 32. 
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• A user interfaces (FIG.l, user interfaces 13) being configured to enable a user to 
select at least the portion of the print task (Paragraphs 0092 -0097), with regard to 
claims 9, 12, 15 and 28. 
With regard to claims 1, 4-7, 10, 29, 31 and 32, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the invention of Mori to 
permit the user to print only a selected portion of a print task taught by Housel et al., since 
Housel et al. teaches that this structure enables the users to easily designate their desired print 
jobs when inputting their request commands at the printer. 

With regard to claims 9, 12, 15 and 28, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the invention of Mori to 
incorporate the teaching of the usage of a graphical user interface since Housel et al. teaches that 
such an interface is beneficial for permitting a user to check the status of a the print job or jobs or 
to determine how the print jobs are set up. 

Response to Arguments 
3. In response to applicant's argument about independent claim 1 on pages 9-11 that Mori 
fails to suggest or teach that "storing information corresponding to a print task in memory in a 
print-ready format, such that information in the print-ready format can be printed by a printing 
device without being processed by a driver", the examiner disagrees. As disclosed in column 2, 
lines 1-5, Narita teaches "As shown in FIG. 2, the computer 20 is provided with: several 
application programs 41 for creating print data; a printer driver 42 for converting the print data to 
a format supported by the printer 10 and for transmitting the converted data to the printer 10". 



Application/Control Number: 09/993,598 Page 6 

Art Unit: 2858 

Print data meant by Mori corresponds to "information corresponding to a print task" as claimed, 
and the converted data meant by Mori corresponds to "information in the print-ready format" as 
claimed. In addition, as disclosed in column 2, lines 14-21, Narita teaches "As shown in FIG. 3, 
. . . ; a RAM 13 including various buffers for temporarily storing print data transmitted from the 
computer 20 and storing a printer job management table T2. . ."; that is, RAM 13 is the memory 
location in the printer 10 to store the print data transmitted from the computer 20, which is the 
converted data corresponding to "information in the print-ready format" as claimed. 
Furthermore, as shown in FIG. 2, the printer driver 42 is not located in the printer 10; in stead it 
is located in the computer 20. As a result, this particular disclosure in Mori meets limitations as 
claimed in the mentioned independent claim 1 right above. 

In the last paragraph on page 1 1, the applicant agreed that Housel et al. teaches a printing 
system that permits a user to select portions of a print task to be printed on selected mediums, 
hence meeting the limitation "enabling a selected portion of the print task to be printed without 
printing a non-selected portion of the print task". Notably, the examiner did not assert that the 
print task is "information in the print-ready format", but the examiner did assert that the printing 
system in Housel et al. has an ability to select portions of a print task to be printed. 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
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1992). In this case, Mori teaches a printer driver that converts the print data into information in 
print-ready-format (Mori, column 3, lines 1-5), and Housel et al teaches a printing device that 
enables to select a portion of a print job (Housel et al., paragraphs 59-61). That is, Housel et al. 
does teach a printing device that enables to select a portion of a print job, and this portion does 
not need to be in print ready format that was already taught by Mori. Therefore, it would have 
been obvious to one having ordinary skill in the art to modify Mori to permit portions of the print 
ready information to be selected and printed since Housel et al. teaches that enabling a selected 
portion of a print job to be printed is beneficial for permitting a user to more easily designate 
their print jobs. 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Applicant's argument with respect to claims 2-9 and 21-29 on page 13 has been traversed 

above. 

Applicant's argument with respect to claim 10 on page 14 has been traversed above. 
Applicant's argument with respect to claim 12-20 and 30 on page 14 has been traversed 

above. 

Applicant's argument with respect to claim 31 on page 15 has been traversed above. 
Applicant's argument with respect to claim 32 on page 15 has been traversed above. 
For the above reasons, it is believed that the rejections should be sustained. 
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Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



CONTACT INFORMATION 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoai-An D. Nguyen whose telephone number is 571-272-2170. 
The examiner can normally be reached on M-F (8:00 - 5:30) First Friday Off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, N. Le can be reached on 571-272-2233. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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